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Rejections under 35 USC 10.3 must be 
comprehended oy that sec- 



tion s language. 

2, Patentdbilitv - 
(§51.501) 

Inherencv isnue 
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Invention — In general 



- Chemical <§5i 
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im, as Group lA eleir 
and of itself, to treat 
ie in catalyst composi 
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6. Fateatsbiiity — Evidence ot" 
era! (§51.451) 



:laims that 
I» gen- 



of "indirect showing of unexpected superior- 
ity" sanctiojied l)v prscpriiTt 

7, Patentability — Aniitipatjor. — Com- 
.biutng rcferen'-e:* (^5!. 205) 



35 USC 103. 

Parttcular patents — Catalvst 

Gfasseih and Hardman. Process for the 
Manufaaure of Isoamvlencs V.[cthyl Bu- 
tanois and Catalyst thetcioi-. rcjecn'on oi 
claims 1-14, 16-18, 33. and 34 :i(tfrnnert .-ind 
rqection ol daim.s t.S H.nrI !9-V.' rrvf-isfd 



Appeal from Paten; aj;G T ra;!cftiark Office 
Board of Appeals. 

Applicatioj) for reissue of t>aten.! of Robert 
K. Oasselli and Harley F. Hnrdm.qn, Serial 
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■1. Board of Appeals — Procedure after 

kesring or appeal (§19^40) 
Gourt of AmMals for the FcdenJ Circuit 

— Jurisdiction (§26.55) 

P";tem Rii!e 198 p.'-oscnptions, relating to 

proceedings after Board of Appeals' deci.sion, 
are not rdevarit ttj case remanded to examiner 
by board under Rule 196(d), under Rule 
196(d), board decisioti including remand is 
not considered a ' ' ' ' 
eordirigly, under 

adopts its decisi' 
decision on al! c 
PTO policy inter 
thai derision t 
appealable unaer 35 L"SC 141 

5. Patentability — Evidence of — In geti- 
eral (§51.451) 



lal c 

Dress provisions of rule, 
id proceedings, either 
IS nnal or renders new 
aims on appeal; express 
ing Rule 196(d) s 



Coinpar.soii r' clamed ^ Ualvst With .Tiost 
!>nmfar catalyst^ whicn is appeilant's. that 
ihows that claimed catalyst outperformed oth- 
CIS and ooncbsion that this is evidence of 
n-cr-ccted suoerjontv is tiUin 



ued Feb, 15, 1972, 
on application, .Serial No, 867,934, filed Oct! 
20, i969, continuation in part of application, 
Sena! No ''94,409. filed Dec 30,1968 From 
decision rejecung clajms 1-34, applicants ap- 
peal (Rohm and Haas Company, interven- 
ors). Affirmed in part and res-erscd in part. 

FojyI F F;uaixnv, Jr.. Washington, DJC- 
U>^ivu! VV riDi and Georxc WJ^. Sim- 
-■^ - )f \\ abhmgton, D C, of coun- 
sel) for appellants. 



Before Bennett, Smith, arid Nieis, GifcTiit 
Judges. 

Nies, Cireurt Jiidge. 

This appeal is from t;ic ttetision of thtr 
United States Patent and 1 radcnark CJfTice 
(PTO) Board of Appeals (board) ;jfiirininK 
the hna! rejectiosi.s under 3.'i 1;.,^.0. ^10^ 
.'9 o) ot (l.i„ns 1-M il )f -l.t chinib of 
reissue application serial 713,024 hied 
August 9. 3 9. '6. We reverse svith respect to 
Claims \S and 59-32 and affirm the hoard's 
ritTision with respcci to ail other claims. 

L 



an improvsiiicni over prior an casalysis m 
thai iney arc particularly sviUcd IQ the cata- 
[ytit: nxydehvdrogenation of isoamylencs, 
tnethv! butanois, or mixtures ihereof to 

^"bn >hs tn'scc apphcalion under 15 I. S C 
'Ar/6). mvpntors Grasseils and Hard- 
man (hereafter appciiants) have presented 
claims additional to ihost-o! the patent: claims 
riirscied lo cataiysts rcquirini? the essentia! 
alkaSi melaS componem to be potassium, ce- 
sium, or rubidium: claims requiring mdusion 
of prcferrf^ti acsdiuvcs. and claims requinne 
Hic.iv^uoi of the caia'yst at SOOT ? rt i d u 
!250"F. 

iipecifically, the siibjea appbcanon Kir re- 
issue sets forth ciaims to a catalyst imposi- 
tion in claims 6-34, and so a process ior 
catalytic isoprcnc production tn ciaitris 1-5. 
Claims siiusirative of that process and catalyst 
composmon arc set forth below; 

1. The process for the conversion of 
isoamyjenes, methyl butanois or mixture 
thereof to isoprene comprising cpntarting 
said tsoamylenes, methyl butanois or roix~ 
tures thereof with a molecular oxygeii- 
contammg gas over a catalyst constsung 
eisetitiaUy of an activated catalyiie oxide 
complex described by the following 
fonnula; 

wh^reTn''^^^^aUc'a^^eiat , 
R IS an alkaline earth metal, 
T IS phosphorus, arseOiC or antimony, 
M IS cobalt and/or mckel, and 

whcrem a, b and c are numbers in the 
range of 

D.l to 12, 0 IS a number from 0.1 to 8, 

e IS a; tsumber from 0 to 8, 

f IS a number from 0 io 6, 

g IS a number from 0 to 12, and 

X IS a number determined bv the valence 

rcqviircTiients of the other elenitnts 

present, 

in a reaction zone maintained at from 
above SOCF to about ilOO'F. at from 
about Q.5 to about 10 atmospheres pressure 
with a contact time of from about 0.01 



6. A catalyst composition consisting 
senttally oi an activated catalytic oxide 
complex of an alkali metal, bismuth, iron 



followiriE 



gredients. and define< 

°BI,Fe,Mo,<iiR,T,M„0, 

.wherein Q js an aikaitTnctai, 
R is .an. . alkaline earth metal, 
T IS phosphorus, arsenic or arUimony, 
M ts cobalt and/or nickei. and 

wherein a, b ana c arc numbers m the 
range of 0.1 to 12, 
-d is a number from 0.1. to 8, 

f is a number from 0 to 6,' 



. The 



' Q 



S4. The composiiion of cjaim 7 wherein 
M IS cobait and wherein ac-tivation of the 
catalytic oxide complex is conduclea si 
500°F to J2S0°F m the presence of an 
atmospriere consisting essentially of air. 

1 5. The composition oi ciaim 6 wnerem 
Q is tDotassium and M is eobah, and 
wficrein e equals O. 1 equals O and g is a 
number larger than 0. 

17. The composiuon ol claim 7 wherein 
activatioi! of the catalytic oxide complex is 
conducted at 500" F in the presence of an 
atmospnere consisting essentially of air. 

39. Tne eomposmon of claim 6 wherein 
Q is cesium.. 

?6 Tie composition of riaim 6 wherein 
Q is rubidium. . 

As can be seen from the above, the pre- 
ferrec aikali metiSis, potassium, cesium, assd 
rubidium, arc recited m ciaims 7, j9 and 26. 
(Jlaims 14 and 17 recite the temperature as 
which tne catalyst compositions can be acti- 
vated. Catalvst composition ciaims. depending 
from claims 6. 7. 19 and 26, refer to mclu- 
.sicns of ODtusnal components expressly recited 
in claim 6, specificailv phosphorus (claims 8, 
23 and 30); cobalt fclaims 9. 14. i5. 21. 2b, 
34); nickel (claims 10, 13. 20. 27, 33); mix- 
tures of cobalt and nickel (■claim !2): antimo- 



ny I claims 
31). Othci 



s depcndin 
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Notwithstanding it.s exjjedjted c 



a d did 1 



rtl> 



These reissue prnceedmgs iia 
appealtd to the board. C^oo'-if: 
decjsions by me uoard arc be 
here. As a resuu ot both decisions, there ate 
tweive separate s;rounds of reicction of ihe 
Claims, al! undei' 35 U.S.C. §103.' which 
were aflirmed by the board -^nd are ihf sub- 
ject of ihis appeal. 

Duung ihc fit St <ipfH'.»] the boaid affirn^ed 
tht examiner s hnal rejectionsj, based on Im 
JoKowmg four references whien disclose aJltah 
metals, or compciurds thereof, n caia'ysi? 
processes, 

Japanese Patent Publication No. 41- 
11847/1966, 

June 29, 1966 (Japa:ies.i Patent) 

U.S. Patent No. 3.20,-^.280 ~ Wattimena 

et al, (U.S. Watttnicna) 

U,&, Patent No. 3,<)2j.072 W,-it,-inabe ei 

ai, (Wasanabe) 

U.S. Patent No. 3,415.886 MciCleilaj! 

{McGleliars) 

The Jaoanese Patent PubUcatio!^ No. 41- 
i£84;/396& (Japanese Patent) was cited as a 
new grojrd ' of icjec'ion n the ''J^am)^er 
answer tn tae first appeal to the board as a 



I ' t'lng 1 c f jjai>sieih a it, 
Icii'"'! bee Rohm & Haas v 
i'.3USPQ 093 (CCPAt977i 
•e sermjnated at Standard 



iQvemjon IS not idejiticaiiy disclosed or described 
as set [orth m sccoon 502 of this taic. if the 
djffewnccs between the subiea matter sought to 
be pBttnted ar-f p ro aii re m f h that tie 



Lxaxnplfi 4 ai tJie Japanese Faieai . 
pn!t!u!i ivithu; apoeiiarus iiiiitiris. 

IhL tta'it itr {'id not an^" 'hi. dddi i s 

as sufigestcd by Rohm and Haas. 

Fff)wever. m the boarti's ns-ss. (Wnr.for-, pvr- 
.suani to us auihoruv unacr 3/ {.;..l'..R. 
§§i 96(b) ^nd ( nCUi) (Role*; i96(D) and 
19f!{d».' the board did entertain Rohm and 
l^d.s^^ t'f'i'<ps to -^d^t thi)',f ."dd'honal 




of any groijoc-s im. mvoh/ai m 
reiertj. r ;)n> -pj. ika clji- 


<vu r rtkdge 
1 tVule 
u M '"lall 




The appeijam 


arl ve m' . i t r rc - c' o 




the prsmafV examiner -jnlesa an 
showing of facts not Dieviously r,t 
which, m tfte opinion vi tht- prir 
avT^ids the .nSditionai j-tou;;,.; 

have the else reoittefdlred^b^ Yhc 

Bo 1 J "urTne' 11 


.Board of Ao- 
thim. Where 




all ""sroundt 






zrJunds W rcLction'' l-rv"n"'hy 





It may inciuds iii ii;, densiosi a .st-itcnicnt to that 
effect and renistid ihe case to the primary eKam- 
iner for consukrai-on (.hereof. In sucn event, the 
Board shall set a pcrtod. not itss than one month, 
within which ih; aptifiilarn may submit to the 
pnaiary <:x,'>!rii!i<;-r an aporoprsate aniendmeai, 
or sfmwir.'f; in sets cr reasons, or ooth. m order 

' s, xci ff>rh in the stwuf^r 
■Ji<- rfyun! oi (Appeals, if the primary examiner 
fcjcfits U!f. piftvioiisiv ailowcQ claim or claims on 
the basi.5 of suen statement, the appelant: may 
appeal to the Baard of .'\ppcaSs Irom the r«_(cc- 
lion. Vi henever a ttcmion of the Board of Ap- 
peals uu-iudes a remand, that decision shai! not 
bt cfjnsidereci as a final decision in {}ie case bul 
l!!f Hivvd o; .'ippt-als shall, upon condusiyn of 
lilt: prcK^enL-.K-i Metorc the pnmary exami.ier mi 
ipisnsiirj, ;;iincr .idopt sts decision as final ot 
render v ikw eetisjcn on all ol the flaiins on 
appeal, as « nsay deem approoriate. 
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b.i. Patent No. 3,226.442 - Sennewald 

« al, 

«-S. Pai<;n! No. 3,346,657 ^ Hiroki et al- 

b.S, Patait 3,434,630 - Yamaguchi 

Br iif- ??' , 973 565 - W,.tUmena et al 

{Bntish Pasent) 

Spe!:)hcahy, ths board s first decision Coii- 
idiiiftd a rct'tmimendaticn to the examiner, in 
«aofd^n<x wiih Rule i96(d), to rtcoiisider 
ir.e Lxamimrr s allowance of certain daims in 
vie^v Oi ihf abovs: rcferenws. After remand of 
tne caifi to the examiner, and dunng proseeu- 
t.on before him, various declarations and afli- 
Mv,!!, vvsrc presumed by both Rohm and 
Haas and appe:lants. Relying on 37 C F K 
t> ;8 ' the cvin ner refused -o consia*- 
^ppcilanf dci ira o.is and affidavit^ af.cr 
t.avi!ig specifjrally beer, entered by petition to 
tne v.-o!i.missKO.ie,, on the ground that the 
exp'I^^^Jev^ ihetnr re'-ttcd oniy to rqect.on^ 
atnrmed by the board in its first dectstcn. 

Since the board s second decision is ex- 
pressly limited to consideration of the rejec- 
tions originally proposed by the board under 
Rules 196(b; and i 96(d), the board apparent- 
ly adopted, at least in part, the examiner 
reasoning for refusing to consider appelJanv 
affidavits and declarations filed dui.ng th 



"> 14 t»-34 



admissions 
McCieSlan m n< 
of Grassclii '6 



c pc . 



and t 



stand rejected utsdcr 3; 
cally,, the following gro 



appi). 



f o set the contest of the issties here, it is 
emphasized that all rejections tnade by the 
PTO are under 35 U.S.C, «103. No writter 
descriptioti of a catalyst embraced by the 
appealed claims appears in the prior art ati 
plied in the various rejecEtons. In re .Marshall 
578 F.2d 30i, 198 USPQ 344 (CCPA 
In re Arkiey, 455 F.2d 586, 172 USPO 524 
(CCPA 1972). However, Rohm and Haas 
put_ forth a theory of inherency, norTnaSiy the 
basis for rejection under 35 U.S.C. §102 ' that 
the board apparcntiv adopted. 

fn any event, the' issues here relate to the 
determijiation o)^ obviousness, or nonobvious- 
ness, of ciainss directed to a catalyst coraposi- 
.jon wah four essential cortsponentsr bismuth 
uon, mo!yi)denum and an alkali metal, as 
° i 's f riaims of a n^ethod t s i o that 
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i ■ 19,25, 2li, 32 


U.S. Wsuimen.^ 
Waiaiiafae 


l i . 16, !V, 23-26, 29, 30, 32 


J- IS. 18-21,23, 2S-2S 3D. 32^3i 


McQtilan 


6.7,11-15. 18-2!, 25-28. 32-34 


Japanese paten. 


12~:15, 18, 20, 21. 27. 28. 33 34 


U.S. WatUmena 
laJfen with th« 


16,24,29 


Bntish Psieu 


^IcCIellaR talccn 
with GraiwlEi 




'631 

Japanese Patent 


16, 24. 29 


M,U, lA, ! 9. 23.26. 29. 30. 32 


Senueiyald et ai. ti 



. she po. 



bytho 
She V.a 



the rejected cia„iii 
facie obvious from the 
appellants argue that catatysis is unpret 
ab.e and ha he board has equated vtrj 
dilfereo. 'at. iysts and very dtfiTerent reactjons 
'^Jtf tiose of appellants to si.ppor. 'he 
rejections. 

Alternatively, \{ the daims appear to have 
been prima facie obvious, apodlants areue 
that rcbuttai evidence of record negates this 
conclusion. Primarily, appellants rely on 
.Friedrich I, Friedrich II. Fried rich 01 and 
Eriedrich IV declarations although other 
declarations (and affidavits) were filed on 
behalf of appellants corroborating, support- 
ing, or adding to information set forth in the 
four Fnedrjch dccianstions ' i;pcn«"al"- 
appeliijnts ask thss vm-.r to cmu-;de-' ahf-pMi^!-' 
the board did ntn- fhc cvpfi.oe-is -nj' e"i- 



Thess are by Baldwin, Strcckfr. Callahan it. 
GrassfJli et al. Rohra and Haas, loo- has: file 
vanoub rfi:claralif)ris and aifidaviis. The.se are b 
Kcnneily, Dc Jong, Lade, Bauer and Nemec 



218 USPQ 

dence of Fricdricli III and IV with respect to 
rejeetions afFirmcd by the btsard in its first 
decision. 

iv. 

'['he oxamiRer held that appellants' claimed 
c-nJysi and fncihtsd of use would have been 
obvious fiii rh:; basis of teachings in any one of 
thr folio'Aing !f:ferenees: Japanese Patent; 

VS.iaiiJitna, Watanabe, or McClellan. 
'i'iiesc four references were asserted as four 
separate grounds of rejeetion which were the 
subject of the first appeal. As the PTO treat- 
ed Iheic four references as the references most 
material :o the issue of patentability of ail of 
the rejected claims, they will be considered 
first; for analysis, we find it convenient to 
discuss them startitig wish Watanabe. 

A. 



Wat^.naU (U.S. Patent No. 3,621,072) 

Appeiiants argue, and we agree, that, the 
iiouiti erred iu holding that any of appellants' 
claims would have been obvious from the 

teachings of Watanabe.' 

Waianabe descnbes a catalytic conversion 
oS a msxfd gas of isobutylenc, mcthanoi and/ 
(ir ethvl cthcr !o isoprene. The catalyst used 
hy "Watanabe is described to be at ieast one 
nxidr fif tisrif^sit^n, vanadium, moiybdenum, 
uraiiium, rnppftr. iron, and chromium. Var- 
ious Wataiiabe examples emplny as the cata- 
iyst one fixide of the aforcmenuoned elements; 
one of the examples employs as a catalyst a 
mixed oxide system of moiybdenum-vanadi- 
um-uranium^tungsten. 

In the board's view Watanabe is pertinent 
under 35 U.S.C. §103 for the sole reason that: 
We note the explicit suggestion by these 
patentees to add compounds of alkali meials 
such as sodtum or potassium to the cata- 
lysts, to increase isoprene sckctsvity. [Ena- 
phasss added.) 



' Although apptliants had argiscd in ihs first 
appeal, and do here, that Watanabe "falls short of 
establishing a prima facjc case or obviousness," 
appeliants filed a declaraijon under 37 CF.R. 
§L53t "in order to simplify the issues on appeal," 
during fhe rsmand period betwesrn the first and 
second appeals ;o the board. In the board's second 
decision.'the board reversed the rejections of certain 
claims over Watanabe. finding the declaration suf- 
ficient to antedate fhe reference with respect to 
ihose claims. As the Watanabe reference does not 
Establish a prima facie case of obviousness, we need 
not !reat the feraamtng issues arising under 37 

G.F.R., §t.l3:i. 



773 



Waianabe describes the adcSi-icn of pro- 
moters to !he f raaivst. tc inhibit side reactions 
and increase product selectivity. These pro- 
rooters are descnbed tn be compounds of 
phosphoru.s, sulfur, bo.-on. a.ntimony, bis- 
muih tciiunum, silver, banum, calcium, 
magnesium, n<xassiuir, and sodium. Of the 22 
Watanabe examples, 10 describe the use of 
promoters. None of the specific examples re- 
lies on the use of sodiuin or potassium as a 
promoter. 

The "promoted catalysis" actually de- 
scribed therein — oxides of the foiiowing 
systems; uranium-antimony; tungsten-telluri- 
um; riiolybdenum-phosphorus: molybdenum- 
sulfur; vanadium-sulfur: molybdenam-bis- 

rauth-niol'ybdenum-phosphorus — differ sig- 
nificantly from the subject compositions. Even 
if sodium or pota.ssium were substituted, in 
any one of die exempiihsd "promoted" cata- 
lysts, for the identified promoterCs}, and were 
operative therein, any composition thus cre- 

appcUants' cataiyst and there is no objective 

the compo.'.idon as ciaimcd. Thus, appellants" 
catalyst composition cannot be held to have 
been obvious fpont Watanabe alone. 
B 



Wattiwena fU.S. Patent No. 3,205,230) 

U.S. Wattimena describes butcne produc- 
tion by dehydrogenating butane in the pres- 
ence of a halogen, oxygen and a solid 
catalyst,' 

According to U.S. Wattimena, the solid 
catalyst must contain "one or more alkali 
metal and/or aikaline-earth metal com- 
pounds"; and the preferred catalysts are re- 
ported to be those composed of potassium 
bromide, silver bromide and didynnum chlo- 
ride, on a support. U.S. Wattimena broadly 
suggests enhanced activity of the baste catalyst 
on "addition" of "one or more metal cf)in- 
pounds derived from the transition ekments 
of Groups I and IV to VlII of the Periodic 
TabJe and/or a rare-earib metal compound," 



* Although ft appears from the discussion above, 
m section U, that U S. Wattimena and the British 
Palenl tBritish Patent No. 973.56.S to Wattimena) 
are used in tv/'> dilferenl grounds of rs)CCi!on, liiis 
IS not the Ciiw. The examiner and the board irc^ied 
the British Paient to be oimuUtive to U S Watti- 
mena. For purp(>sc3 here, we wiii ai;ret- with \ht: 
examiner and the hoard, m a way as 4<i\m^. to 
appellants as possible, that the British Patent con- 
firms the intention of U S. Wattimena to diiclose 
bismuth as a potential catalytic component. 
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such as the elements; zsrccajmm, titanium, 
vanadiutn,, cnrommm, molybdeftuin, manga- 
nese, t'.mgsicfi, iron, cobalt, njckcl, paliadtuirt. 
copper, silver and compounds ihereof, 

I he rejecuons under 35 U.S.C. §!03 ovts 
Wattimena are based on thr f«iiiowins 
dcso-jption; 

A suitable solid coto/yst Iphis rarrirTi 
for the dehytSroct'siation of butene io uuta- 
dicne has the loilowmR c.omposiuon {m 
parts bv weight): A1,0, 90.2; 9.0; 
Fe,0, 0.2: MgO 0.1 . CaO 0. ! : Na,0 0,1 ; K-O 
0.1; and TiOj 0,1. A cataSysc which was 
successlu-iv ustd m the detiydro^cnauon of 
n-butanc contained, m addition, 1.7 ' diov- 
miuTi 3x at " 0 6 Na,0 and 1 4 VtcO if 
latter compounds as Na-moivbdate !p an- 
pthtT similar case, the aariitiona! com- 
pounds consisted of 11.4 Bi/). and 7 0 
MoO, parts by weight, Excelicnt resuii'; 
ivere also ohtaincd: wuh a solid catalyst 
consisting of 100 SlO,; 19.9 "didvifiium 
ojcjde '; i7.i MoOj arid 3,7 NajO parts by 
weight. 



As framed by the partws, the issue posed 
by WattJtnena restdes in an mterpreiat>on of 
Ihff description of the fsfst composition of 
eight components (AljQ,, SiOj, Fe,0,. Me,0, 
CaO, N^A KjO and TiO,). particuiariy in 
light of the language "solid catalysi (fsius 
earner)." Two extremely divergent virwi in 
mterpretmg thss descripiitirj have been 
anpied. 

Qn thie one hand, it is areued thai aporl- 
lattts' casaivst. for exampk -•i': in vUim 6 
would have been obvious from tiie whole o( 
the above excerpt from Watiniiena inasmuch 
as the four toinponents of appeiSams' cata!v>!' 
would be found together i! 'tiuVi. and MoO. 
ai t added a" sjggesied m tnc K 'i.^ " t kc o 
the ateve excerpt, (albeit &x a ten-comsDono'ii 
mmposstion);' however, it is noted, the ex- 
cerpt fails as a direct anticipation because 
tnter alia, the eight-component composition 
contains TiOj^ described as a eatalytic compo- 



nent by U.S. Wsttimena but not recited m 
appeiLnms claims as a catalytic component. 

ihc cignt-component composition dcscnbedTn 
ihe excerpt above must be construed as consti- 
tutmg a carrier. To buttress this areartsent 
appellants reJy on information in brochures; 

idente in the record of this 



appea 



h shov 



t Norto! 



aipha alu- 
:arr!ers) comprise each of the 
eight components (Alfi,, SiOj, Fe-,0., MeO 
CaO, Na,0, K,0 and TiOj) irs substantially 
similar, though not identical, proportions to 
the eight-component competition in the Wat- 
timena description excerpted above and relied 
upon by the PTO in the reiections under 35 
XJ.S.C. ^103'" 

In our view, the efTect of this information 
concenjifig the composition oi' the Norton 
alpha-ammma carrier is not to interpret what 
was intendca by Waitimena'.s description, but 
to shift the burden of going forward to the 
PTO. It then became incumbent on the PTO 
that Wait.men« itself would suggest 



adding 



It the 



and s 



aDie basiS in the prior art to make the seleC' 
tion claimed nere. See In re Sasse, 629 ¥.26 
675, m, 207 USPQ 107. lil-12: (CCPA 
1980). Ihe PTO failed to counter appellants' 
showing and, accordingly, wc do not sustain 
clatm rejections based on' U.S. Waitimcna. 



The Japanese Patent Publication 41A1S41 
(Japanese Patent) 
The Japanese Patent is directed to improv- 
ing tnc selectivity of a known process for 
producing propyiene oxide (the epoxide) by 
decreasing ssomerization reactions which re- 
suit m t.te Dy-product propionaidehyde. This 
improvement is achieved by modificaxion of 



IS filed bv 1-rsedrith (Frifdricfi II 
n appellants behalf have hf-eii tor- 
dedarauw! .,(temp' lo ■show fhai 
crifjtion tails to produce appcHants' 



D. Bali of Nortnn 
the SA-.SlO-S^rSA'jiO 



"(.. .X-risv stuoy of a toiir-^componcm rataiysi ni for 
example, appealed claim 6, m iht- study 



tOS) predaft the apphcaiion fiiing dale c 
ongmrsi jwient sought lo be reis.wcd; tiojit < 
arguments here dispute thai lacl. 




5. chro 



( n, sekn.ur 



ssmplfs and S-'i2 vary widely in com- 
isUion, ior example, from silver or siKei 
sde aione to systems mduding copper, tm, 

The contribution oi the Japanese Patent, 
raodification of the prop vlene oside pro- 



Lie arid oxyi 
crgaric or m, 
"basic modihei 
catalyst of a 
system. The 1 



■gam 



the : 
mcthvl 



5 broadly de- 
>eak base In 



ivndine. sodfvirn carbonate, sodmm 
; and potassium nvdroxide are used 
irce o! the basic modifier.-' 
ihe amflncs of the patent, a nuin-^ 



In Example 4. tne first stage in the process 
reqisires arfmi.>iing potassium hydroxide (as 
the source of the modifier) with stearic acid 
containing a calcmed mixiare of the sahsf oi 
bsstnuth, iron and moSybdenurn. The perti- 
tienl portion of Example 4 reads: 
Example 4: 

110 gm of ammonium rriolytjdaie was 
di.ssolved in 150 cc ot hot water. Separately 
a dispersion of i50 gm of bjsitiuth nitrate 
arid 50 gri^ of fer-nc nitrate m IQO cc of IN 
nitf- acio solution was prepared. The so- 
lutions were irrxcd So form a tniJky brown 
Eirecipiiatp Tsie precipitate was dried at 
110°C, crushed, 1% bv weight of stearic 
acid added and molded to cirtuiar tablets 5 
mm diaraetef x 'i mm, then calcined at 
400° C for 16 hours. The cataSyst thus 
obtained is referred (to] as Catalyst-C 
(comparative exampie). 

iH cc of IN potassium hvdroxide solu- 
tion was added to the tlaiaiyst C and the 



'' Signifitaniiv, the Japanese Pai 
iss^rsbe "alkali meiaiis)" ciihw ii 
wi ii the deseopnon of the catalyst or 
^i!h ihe basic modifier. 



product obtained by drying it at IIO'C is' 
referred f to) as Catalyst D (example of this 
invention)- 

li is apparent that no wrilien description of 
the ciaittied compositions is given in Japanese 
Pmeiit Exaniple 4 and the ijoard refused to 
hold the; iapanesc Patent fo be a direct antia- 
pation- In re Arkley, 4SS F,?.d 5fi6. 17? 
USPQ S2:4 fCCPA 1972), Without oplana-J 
lorv comniem, the board, nevertheless, adopt- 

the §i03 rcie!;t!or!.H based not on any interpre- 
tatum o) the prior' art emboiiied by the Japa- 
nese Patent, snit on extraneous evidence in the 
forffs of ^thd.-ivjt.'; hied bv Rohni and Haas 
during the ex^^tmination of the subject reissue 
application in support ot us assertion that 
appellants' catalyst was anticipated by Japa- 
iiese Patent Example 4, a position it urged 
before the Iward. 

[1] It is fundamental that rejections under 
15 U -S 0. §10i must be based on evidence 
comprehended by the language of that sec- 
tion. In re McKcHin, 529 F.Id: 1324, 1329, 
188 USPQ 428( 4J3 {GCPA 1976), We con- 
.sider the affidavits not becaBSC of their com- 
petency as prior art but: rather because ol the 
inferences of inkereney which underlie the 
PTO's §103 rejections ba^d tin the Japanese 
Patent and which are not consistent with the 
description of the Japanese Patent, set forth 
above. If the afi5davits fail to show that Japa- 
nese Pateiit Example 4 produces a composi- 
tion within the rejected ciaitns, a fortiori, they 
evidence hothmig relevant to the patentability 
of the rejected d aims. 

Inherency would be established either if 
the portion tsf Example 4 excerpted above 
oroduccs the four-component catalyst; or if 
the Example 4 catalyst is: converted to the 
four-componenl catalyst when it is subiected 
to temperatures of propylene oxide produc- 
tion described m other portions of Example 4. 

[2] The issue of inherency ss a question o! 
fact In re Fracalossi, 681 F2d 792 "'94 215 
USPQ 569, 571 (CGPA 1982). Five ailida- 
vits, apparently presented by Rohm and llaas 
to supp<Jrt the above two ar?.iimeiils, fail to 
estabSish such cnticaS i;icts. The affidavits 
state that a ■•eactior' >xodt<(t i-. fuimed (by a 
test with pll pacer") when the yosas-smm 
hydroxide is added to the stearic acid contain- 
ing rbe c:alrme(i mixture of salts of b^muth, 
iron- and molybdenum when the synthesis of 
Japanese Patent Example 4 ss followed, and 
that the potassium content of that reaction 
product remains subsiaiiiiaiiy constant, 
whether it is merely dried at 120°F or sub&e- 
tjuently heated at .MO'C, or hcatct! to 427''C, 
and then to 538°C. However, there is no 
evidence that that reaction prodact is one 
embraced by claims 6 ami 7. Spectficatly, 
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loiybdate c 



:nded u. 



catalyst. The only missing mf^redient 
which, however. MeCleHan supplies. 
cataSyst and the efficacy of the resulting ci 
posjuon tor Us iriienQed use as a catalyst, 
only missmg tnsjredient is iron wnich, hov 
er. McCielian stspplies. 



To cnhar 



.Appel- 



moted < 



n. nickci. or cobalt, as 
letnents, as promoter 

lers ana that no specific pro- 
is described in McClellan. 
Clehan specifically indicates 
mat addition of the promoters, iron, for ex- 
ample, (as weh as "cobalt and nickel, recited 
lEi other claims) will enhance catalytic activ- 
ity. Moreover, McGidlan specihcativ de- 
scribes how to apply these promosers: 

These promoters are usaaLv ^pph-c oy 
Hiiprcgnation or surface coatins; of already 
formed bismuth molybdatc of phosphomo- 
lybdate-on-siiica cataly.«5. Thus, the met- 
als can be added to the slurried cataivst as 
a sah or acid or the metal, e.g., as a 
compourid which is thermaily Qecojnposa- 
fale in sjtu to form the desired promoter. 
-'\ftei' the cataivst has been impregnated 
w!*n SUCH solutioni, employed in coiiceis- 
tranons adequate to provide the desired 
amount of material, the impregnated catar 
ivst may be dried and caianed at my 
desired tempgraturei 
McCldtan, coL 5, lines 241 (emphasis 
added). 

The descriptions of McCSeiSan directed to 
adding iron, nickei and cobalt as promoters, 
how to raaKe that addition, and the efTcct of 
that addition, once made, suggest a predict- 
ably operative result, a succe.5sfui addition to 
those elements to McClctlan's catalyst. In re 
Merder. 5l'5 F.2d 1165, 185 USPQ 774 
(CCPA 1975). 

In View of tne McGieilan descrtpt.on con- 
cerning the aodition of «ron as a promoter antS 
the express siateme^ii conwrnmg the tokr- 
ancc of McCIeilan catalysts to limiteci 
amousits of sodium and potassium ion, we 
a?ree w th the Lo^i J '1m' appellants' claimed 
cataivst composition o! these four elements 



sad claimed mctnod would have been prima 
fiicje OBVIOUS trom MfiUieiian and in the 
absence of evidence lO overctime this prima 
lacie case the rejections of claims 1-15, 18, 33 
and 34 must be afhnried. 

However, we do not agree that McClclian 
also renders obvious appellants' catalvsts con- 
taining cesium or rubtdiwn as the essetmai 
alkali metal {appealed claims 19 and 26, and 
claims depending therefrom). Wtthout ex- 
press comment, the board apparently tacitly 
adopted the examiner's reasons for rejection; 
[N{o patentable distinmon was seen tn the 
clatmed use of cesftirn or rubidium rather 



than 



rbv^the'^patemaSmphasirad^ 



oric, and not McCiellaii's amorphous catalyst 
resulting (rom hiaher iicilt trt-iitmenl, i.e., 7S0" to 
^Ju'C. McClellan does not state that sodium or 
in of bismuth molyfadate will 



, .383 LIS, 1, 148 
USPO 459 1 1966^, 

(3i ^iie on!y possible basis for rejecting 
appellants' catalyst composition elainis re- 
quiring cesmm or rubidium, not escprtssly 
desenfaed in McClellan, is the implicit as- 
sumption that the McClellan language "aika- 
it metal" makes ail elements of Group lA of 
the PenodiG Table, lithium, sodium, potas- 
sium, rubidium, cestum and franoum, equiv- 
aients for morft^m^ bismuth molybdate cate- 
lysts. However, the known relationship of 
lithium, cesium, rubidium and francium to 
sodium and potassium, as: Groap I A elc^ 
ments, is: not sufficient, in and of itself, to 
treat them as mterckangeable in catalyst com- 
posittons. In re Doumani, 281 F,2d 215. 217 
126 USPQ 408, no <CCP\ 1760; 

Moreover, there is no oescrsption sn .VSc- 
Glellan which sugs;ests the equivalsncv in- 
ferred bv the PTO. The languai?e "alkali 
metai" as ii.sed in VIcClellan refates to practi- 
cal sources of contamination of the btsiisut.fi 
molybdate cataly.<it, by .sodium or potassium 
saits Qt the molybdate source or by socium tsi 
the earner, In view of the lack of acscnptton 
in McClellan, or in anv oitter art or recot^ 
here, oi cesium ,ind/or .aibidium reactants or 
caiaS\'tic components. McOeilan's caveat con^ 
eerning the efTsct of alkali metal contamina^ 
tion of catalysts, and the express iimit on the 
amount of alkali metai tolerated by McClel- 
lan heat-treated catalysts, we concluue that 
the efficacy ol the cesium- and rubidium- 
contaitsmg compositions .a."i catalysts in elaim.s 
19-32 could only be deriveo from scrutiny of 
appellants' specificauon. Accordingly, the re- 
iex:ti(!ns of claims 1 9-21 , 23, 25-28, and 30 are 



Turning to the issue of whether appellants 

■ the nnma fanj- cant- of nhvi- 
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. that it 



rred 



.•ei! a; 



, in with 
: to rsjecnons based on MeCSelian 
tncdnch ID and Frjedrich i\ present 
i! evidence relaline to McClelian. as 
! irssormation and expenmenls respond- 



■riedHch i! 

ejtperjrnents relating to the Japanese patent, 
Friedrlch 111 and Fricdrieh iV, fiied dur- 
ing the re.tnanri penod alter the nrst board 
decision, in which the rejections based on 
McClfilan atne v.eie d«mfO b.i' before 
she second appeal, were uUisnatelv entered as 
evidence by the Commissioner on equitable 
grounds, although the Commtssjoner ac- 
knowledgeo the examiner's reasons .for refus- 

refated^olTv to' reiertioiiraireadv Tfftmed bv 
the board in the first decisions.'' 
The cffamincr refused to txinsidcr the rebuttal 
evidence m Fneancn III and IV as ii per- 
tained to the rejetnons which were the subjetl 
o! the firs! appeal, even after entry of the two 
declarations by the Comniissioncr. for the 
foiiowtng reasott: 
Rule 198, however, does not authorize tlie 



" Ui granting appellants' peulson from thf ex- 
jmmcrs reiusai to enter Ffiedrich III and IV 
itciaraiions, the CommfSSfoner stated; 
jlj It wouJc Ik inequitable to deny appi»aij>s. 
who are the real parties of interest, as rr.urh 
right to participadOh and evidentiary showitws 
[in Friearich III and Friedrich !V! in idti.- 
own reissue sipplicaoon as has already been 
accorded on the record to Protestor [by de iacso 
entry and eonsiderauoiii of Rohm s declaration 
by Nlemec, cntieiimg Friedrich lOj. 

iZ] It is noteo that applicants, bv vinue of fjSjug a 
tanttnuation reissue apphcation, could formal- 
ly introduce said declarations into (Me rf.cni-ri, 
but with eoncomrriitaiu flt.'av.i irj ultimau- rts- 
oluttofi of the issues, h rioe.s nai appear ihai 
such delay wDuld serve any uKcfui purpose. 
Funbermore, reference is again made to the 
already lengthy pnoseeuoon hjstorv of the m- 
stam case and the drferrai of enforcetiieHi of 
the original patent as noted its Paper No. S'J. 
Therefore, irt view of she eciuiiieJ. itiwilved and 
in order to expeaite she resolution oi t.ne issues 

neretiy (iireUeJ tii prmead wnit tijspaidj a.i 
indicaied in Paper No. 89 with the cxamilia- 
<ion of the instant ra-ie itieSuding ennsiriering 
the Friedrich ill and IV affidavits for fhcir 
nmharive value and merit. fF.mnhasK arlried i 



Pi>n„fy Exatrunei to con-i'de- iratttis al 
rt^Q\ ddtt^dicattd «hch Fnedr^h 1 
[S!cj dedaratiOR clearly attempts to force. 

The board apparently adopted the exatmaer's 

!-eason vs'ithout comnncivt ana expressly hitiit. 

ea its second decision to comideratton of the 

new rejections. 

[4] Rule 198 proscriptions, relating to pro- 
ceedmgs after the board's decision, are not 
relevant to a ease remanded, as herCj to (he 
exaininer by the board under Rjle 196(d) 
Uitdcr rule 196<d), a ooard deCiSiOn intluci.r.g 
a temant; is "ttot * * * tonsidertd as a f">al 
decision in the case Aictordtngly der ,he 
express provisions of the rttle, the board, after 
the remand protrecdings, "shall * * * «ther 
adopt >is decision as final or render a new 
deasion on aU of the claims on appeal.'' 
(E»npi>asts added ) Express PI O pourv it- 
icrprctiRg Rule 1 96(d) su^sts. 'hat the cSc^'- 
sion t.ontaining the remand i« roi appea .Ciie 
under 35 U.&C. §141. Manual of Patent 
Esamining Procedure, §5213.04 (Oct. 8, 
5981). Thus. )t was error i,o apply Rule 198 
in this instance. 

KW evmence presented by appellants shoulc 
hdte beei considered in connecnor v^nh ail 
rejections, and in view of the inoidmate de^ 
lays m these proceedings, we will proceed to 

Oi most significance, is the evidence in 
Friedrich III. Bv Friedrich III apceUants 
.TOU^ht to establish thai appellants' four-com- 
ponent catalyst unexpectedly outperforms the 
composition of McCleiian's Exanipk 1 
(niodihed to coniam iron as a promoter). The 
experiment was inaae on the Dasts of appcl^ 
tant's catalyst containing sodium as the essefi- 
tiai aikah metal component and activated at a 
lenptr-ture Ixlween bOO' and 1?50'-F, iJS 
ainmon.dation <sl*e'- 20 hours on strearr to 
make arrylonttnie. 

Initiailv. It )s noted that .appellants process 
claims !-5 are directed to isoprcne proauc- 
lion. Thus, the above coinpanson "'in anirnox- 

coiKing the rejections of claims l-.") anti 
appellants do not so assert, 

[S' 1' >■ wfSl settled "that '.biec .t f^i- 



'•/oXr 



dth the c 
suppoi 



e Tifllr 



448 F.2d 791. 171 USPQ 294 (CCPA 1 
With respect to appellants' broad claims w <> 
r,ta v \N th an -jS^aii metal," the experi- 
i'.ejt-. G..^ lec iji Fafdiich III. being limited 
to i(.id!um (jiiiy. arc not commensurate I't 
scope, and are. therefore, insufficient to rtbi.f 
the prima facie case, No claitn is ditectct» to 

«ndiiim 3C (he ceeenTIa! ailrali mMal eiimOO- 



i Hardmm 



779 



iient.'- Aix-ordingly tht, rciccUoiib h^stji on rert showing oJ uiicxpccted superitsntv" sanc- 
MlC \ 'Im dlon have not been overcome not- tioned by precedent. In re Fenn, 208 USPQ 
wi'h'Undntg the e/idence in Friedrich III. 470. 473 (CCP.A. !981); Iti re Foiute, 439 

noit.e\rr tne <-v'ur> t r, i-ii:k U oi i" 2(i 1237, 124i-<2. 169 LSPQ )29, 
!• ISC' nil r nbuts am "-iw ui pnip:^ facie (CCPA i97{). Atwrdingiy, the rtjection of 
abvKmsness of cla'n I'i C ui! i ''^i dc.rim's clasrn 15 based on McGlelian is reversed. 

VL 

The remaindisr of the rejections are those 
instituted by the board, pursuant to Rules 
I9d(b) and: l$6<d). The grounds of rejections 
iti the clain! rejectioiis are based on combina- 
tiofis of refctenccs. The grounds lor the; sec- 
tion 103 rejections under Rule ! 96(h) and 
196(d) will be considered below, not ceecssar- 
ily in an order rcJatitig to the significance of 
the art to the rejected claims, but rather with 
respect to the number of claims affected 
thereby. 



on, bi,->r)jih >nolybdenijm, and 
cobalt. In Tabic ii of f.jed-jch II, -tppellants 
have shown that a catalyst of clatm IS resuh.s 
in a percentage tmprovemeni (jn y eld) of 
94% over tncir owtt catalyst of claims (\ and 7, 
rontaER!.n«; fxitassusm, iron, bismuth, and mo- 
iV!jd(.iT.int ic.Kdusive of v-cbatt) in acrolein 
rsrottuctioi! -At 400'C while at 350°(.l, thf 
pcrccTitast^ improvement is even greater, 
4.'9%. in evaluaimg this evidence, we have 
noted ii^t actual jcro'em yield" ircrease with 
increasmfj; temperature 

[6] None ot the pnor art reviewed here, 
including McGleilan, describes a catalyst 
more similar to that of claita 15 than tho.se 
descnbed sn appellants' daams 6 or 7 Accord^ 
mglv. that comparison sn Table II of Frie- 
dncn 11 whicfi shows tha* 'he dain 15 cata- 
lysi ouiperfoi med the other-, (t e , rlaims 6 
;ir!f; 7; i.s Kvidence of unexpected superioniy. 
Tnis companson. ano tne cone usion based 
thereon. Js the uhjmate extension of the "mdi- 



■■' We have eoissidered, and dismiss, inter'-rnor's 
criticisms ol the reproductsor. of die McClellan 
catalyst in Fricdrich III. Ihe ultimate unsupporta- 
ble fxtfiisioiJ ot tiie Rohtn anc liaas position is that 
appellatitS should modify McClellan aesmpiions so 
make a ■•cotftpo,?itf ivntch is appeisani; invention. 
See discuss 0-5 m In e Tiffi.n. 44,-l F.2d m. m~ 
400. 170 liSPQ 88. 93 (CCPA snorfiSed (.« 

to daitns }-3: and lO-liSi 448 i-.2d 7Sil, {7! USPQ 
294 fCCPA 1971), Firstly, if was argued t.iiat the 
McCkisan promnte.' should iiavir been added prior 



7 SO' 
lu gen 



:. How 



atiiv t 



stage at 750-8.SO°C: and then describes caidiiatiotj 
of the catalyst impresnated with promolsr "at any 
desired temperature (eropi^asis added). According- 
ly, McOlclian suggests three calcination stages. The 
'a'K if rit!Laiil\ ir McCiellan's own description of 
ihe temoerature o! the calculation ol catalyst L-n- 
prsKJiated witft promoter can hardly be construed 
>o require a teaiperaiare of 750-SS0°C. Secondly, 
appellants are cnlicized for comparison of (he two 
cataivsis iri ammoxidai.on, si"i.^ '^'rC llan ex- 
pressly disrcloaes use of VfcCle 'a" ca'a <■ s in ar.v- 
nwxidanon. .an aramoxidaiion ^lo e s ^ rcisor.- 
compan 



The examiner refused to entertain the 
Rohm and Haas suggestion to re]e« claims 
over the combination of Sennewald (U.S. Pat- 
ent No. 3,226,442) and Hiroki (U.S Patent 
No^3,34f,,61 7). stating: ^ ^ ^ 

cause there Ls insufficienr basisfor combin- 
ing the Senticwald and Hsroki patents \i\ 
the nrsanner suggested. 
However, in the board^s firs! decisicn, the 

board added rejections of claims 6-8, W, 16. 

19, 23-26, 29, 30, and 32, over that combina.; 

t!or> and .recommitnded similar .feiections of 

allowed claims 17, 22, and 31. the lx>ard 

reasoned: 

We must disagree wsth \hv. Examiner s 
view that these rstereuces are nax E)rijper!v 
conibmabie. l>ei:aii.'!e lx)th art; dsrcctcd to 
catalytic compositions utilized in the pro- 

[7\ The utility of the twi; differetii catalysts 
of the Seniiev/ald and iiiroks references 
rrjis;ht sugf^cst. as the board purported, snter- 
changeabllity of the catalysts, flovvever. tlie 
e.\press descriptions of those references which 
indicate ihai comfwnents of the two catalysts 
are sioi interchangeable is material to the 
validity of the rejection of catalyst coinpoai- 
tion daisns under 35 LJ-S.C;. §103. 

in the board's Htnsted discussion of this 
ground of rejection, the board concerned itself 
ith Hiroki without coromenting ot! 



aid, ' 



i , Hiroki is directed to modifying 
a bismuth phosphoniolyhdate catalyst to im- 
prove the yields in ammoxidation jsrocesses 
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by increasing the alkalinity of the bismuth 
phospho-mdlybdatc catalyBi. In the express 
words of Hiroki-. 

|The bismuth; phospho-moSybdate caialysti 



either 



the 



additior 
catalysi 

and/or 
phoroui 



: aSkalis . 
1 10 The bismuth phospho-moJybdait 
of an alkali rastal or alkaSinc earth 
or by the substisution of arsenic 
antimony for a part or ai! of phos- 
! in the phospho-moiybtlate eon^po- 
ar further by the additiot! to the 
aubstarstial molybdate of an oxide or hy- 
droxide of an alkali or alkaline earth metal. 
Hiroki, col. 2, lines 53-20. 

Spec:!ficaily, Hiroki suggests three, appar- 
ently equivalent, ways to increase the alkalin- 
ity of bisrtuith phospho-molybdate catalysts. 
The board treated those three ways of render- 
ing the phospho-molybdate "more alkaline," 
as equivalent in niafcing the rejection. This is 
not error as we find ao description in Hiroki 
to indicate otherwise, 

Himki was applied in the rejection for its 
suggestion to add alkali metal to a bismuth 
phospho-molybdate catalyst, Sennewald, si- 
lent with respect to alkali metal content, js 
cotnbined with Hiroki for the Sennewald dis- 
closure of iron addition to bismuth moiyhdatc 
and io phosphtHmolybdate catalysts. 

Sennewald characterized the improvemenls 
{)ver prior catalysts to be based on the follow- 
ing differences "in the content of iron as an 
additional cata!y,st component and in the 
ornisiinn tif such metals as tungsten, anti.niojjy 
and iin." Omission of antimony, as described 
by Sennewald, is inconsistent with the express 
object of Hiroki, to render the bismuth phos- 
pho-molybdate catalyst "more alkaiine" by 
the additiotj of antimony and/or arsenic or its 
equivalent, the addition nf alkals iiseta; or 
alkaliiic earth metal. 

The board's error, in rcjeciing ciaijns over 
Hiroki and Sennewald, lies in its failure to 
recognize the express prohibition against in- 
cl>asion of antimony in Scnnewald's catalysts, 
in contrast, we have Hiroki's express state- 
ment as to interchangeability of alkali metai 
and antimony with the same beneficial result. 
Logical inquiry into the express statements of 
the'iK two references would sugjest lack of 
interchangeability of the respective caiaiyiic 
(.omponciils, Appellants' successful combina- 
tion "of alkali metai, iron, bismuth and molyb- 
denum for a catalyst composition is cnntrary 
to these art descriptions. 



x\ and reverse the rejections 
under 3.5 U.S.C. §103 of claims 6-S, !l, 
16-17, 19, 22-26, and 29-32 over Sennewald 
in combination with Hiroki. 



Rejections of Claims over Watanabe, 
Together -tmth Olher Evidence 

In additional grounds of rejection, Watan- 
abe was combined by the board with two 
other reference.5, Yamaguchi, U.S. Patent No. 
3,-1.54,630, and GrasscDi '631. Certain state- 
ments made by appellants with respect to 
Grasselii were treated as admissions, but 
these statements do not add information in 
addition to that of Grasselii '631 itself. 

Turning lo the .'iubstasice of the rejectsotis, 
the Watanabe catalyst systems discussed m 
section IV (compsed o.f at least tsne oxide of 
tungsten, vanadium, moiybdenura, uranium, 
copper, iron and ctiromiuri!) differ sigmfi- 
cantly from those of Yarnaguchi and GrasseBi 
'631, each tif which may require iin combina- 
tion, inter alia, iron, bismuth and molybde- 
num, and each of whit;h diflers from the other 
as to esssniias additional componerjts. Specifi- 
cally, Yamagiichi calaSysls are cxide.s of iron, 
bisinuth, phosphorus, molybdenum and nick- 
el or cobalt or both njcke! and cobait, wnile 
Grasselii '631 embraces as one cataivst systerr. 
an oxide system of sron, bismuUs, molybde- 
num, and eitht-:; inckci or a corrsomatton of 
iron and nickel f)iitioriishv conta n> >« phos- 
phorus, antimony, -".nd tin, 

Notwitbsiandmg the VVatanaoc "stiggcs- 
tion" to use .radium or potasssum as a promot- 
er, which is the bo.ard's sole reason for reli- 
ance on Watanabe. we find nti suggesuon in 
Watanabe to look to the description einbodjed 
by Yamaguch: or Orassehi 'ti3I, or vice- 
versa, and we find no evidence suggesting 
intcrchangcabilttv of Watanabe's catalyst 
compositions with those required bv the other 
two references. Absent such suggestions, the 
description of Watanabe when vse-wed m 
terms of catalysts actually exemplified in the 
22 examples, provides no reasonable basts lor 
adding Watanabe's sodium or potassium tu 
the cotnbined oxides of iron, bismuth and 
molybdenum of Yarnaguchi and Grasselu 
'631. In our view, the description of Watan- 
abe, as a wiiole, would not provide the re- 
quired reasonabie expectation ot succcssSu! 
addition of sodium or potassium to catiilysts 
described in the two primary rcfci t-nce.? in sc 
Clinton, 188 USPQ 365,, 367 (.GGPA 1976); 
In re Me, tier, b , f 2d 1161, 185 USPQ 
774 (CCPA 1975). 



The Rejections Under Rule 196(1) and (d) 
oj Claims 16, 77, 22, 24, 29 and 31 

As tioted in section 11 above, there are Jve 
difFerent grounds of rejection of various 



froupmgs of these six c lduns.. 1 iiivv;; 
nd !t necessary to (i ci. ■> il, 
iflken with Grasselli because 



I phospho-inolybdat. 



spec 



^as I Ldtaiyst Moreover a 
McfSellan describes that 
ts Will tolerate sodium or 
> If ties or contaminants lO 



1 additl 



Ivbdate catalysis con 
oxides of at Jeast two transition metals, one ot 
thetn bcitig preferably trots, {or use in oxy- 
ueindiogeri.ioi-ii G-as!.elli '631 is rehcd 
upon bv he PTO oi its de'-cnption 'ndicai- 
ing nAi a oc-t'or ot •! e bi\n^uth »• the base 
coji-^position may be replaced by antimony, 
tin, copper, or arsenic. Grasseiii '631 ts siienl 
with respect to the presence of alkaii metal 
and describes a calcmatton temperature: of 
above 500" F (about 262° C), which, accord- 
ni? tj Grd=sel i 631 Example 1 mav be up to 
800" F, 

^ppea.ed <~ iiii. .0 '■equ res t^it 'nrlusion of 
aniimbrly in appellants' catalyst containing 
potassium as the alkali metai. Moreover, ap- 
pealed Claim 16 embraces the inclusion ot tht 
second transition metal required by Grasseiii 
'6'^1 . On the basis of the record before us, it is 
1 jr \ e\i ha' a per-cn of ordinary skill wouio 
have expectcQ that inc'uiion of ?ntjmon> 
suege 'ed by Graswti '63% tn tie catalvst 
suggested by McClelUr would produc- 
composilion 'operaiive as a caiaiysi, lor exam- 
ple, in oxydehydrogenations. 

Apoejifetl claim P spertfies posasMu-n -^^ 
the essential alkab metal and iittivaison at 
SOCF (in air). Appellants argue thai the 
temperature used by McCiellan would de- 
stroy appellants' "activated catalytic oxitSe 
compound." In Sight of the description in Doth 
VkClellan and Grasseil '631, .vo " i rt 
sarv than appellants argumer' w tli icsped 
to lie !»gnif3canre of appeiSams' tertiperi ure 
recitation- McClellan requires, as appellants 
priint out. conversion of the erystalhne qojnpo- 
sn^f'ii fo an aniorphous form at 750-850 G. 
However McCleilan also indicates thai heat 
reatment at a lower ten'pe'^tll'•e lan produce 
eonser.iional catalysts ou' m crvstd'hie rath- 
er than the amorphou' fi-ji whicn V^cClci 
hn requires The Gr^'-sc li ft-^l aescnption 
conccmJng catalyst calcination temperatures 
s lumulative to McClellan s description con- 
cerning the effect of calcmaiioR temperature 



'rly-Clark Corp. 

on the crystailine form of ttie comjxisition. if 
ippci ants itui)S's mide it ti e temperature 
spec ified in chsim >7. exhibit unobvjous prcp- 
ffti'-s over that described by JvIcClcllan, there 
IS TH) oroo! of that fact m this record. 

Accorrfjp.c^iv. we affirm the rejections ot 
s l;>im': 16 and 17 over McCiellan tn view of 
Grasselh 6jt, 

However, the rekc.tions of daims 22, 24, 
29 and 31: over iVfeCieiian and Grasseiii o31 
are rev-Tsed for reasons set iorth above. 
These claims require the essential alkali met- 
al component of appeiLiJits catalyst composi- 
tion to be cesium or rubidium. As discussed m 
section iV D. above., VlcOlellan does nut 
describe cessum or rubinium m caialysi ccim- 
position.sj and Cirssselli, silent with respcf^ to 

determination.* 

Accordingly, the rejections under 3S L.S.C. 
i}t03 of cims • ) And T au- .\erveu 
diid Li«tons of ctains ! + 6- % M ir-< 
34 undef 3i l' ^ C &103 i-e .>f i n^-d 

AFFIRMED IN PART AND Rfc- 
VERSED IN PART. 
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Final decisions of federal district 

1 uris whoic subjett ma>tef junsdsctton was 
based, in whole or m part, on 28 USC 
1338(a), with exceptions. 

2 Construction of specification and dajins 

— Broad or narrow — In general 
(§32.101) 

Construction of s{iecification and claims 

— ComDarisosi with other claims 
(622.40) ' 

Where some ciaims aic aiodo ana inhe^i 
narrow, narrow tlann limitations ciiUiot ne 
read into broad whether to avoid mvahdiiy or 
to escape infringement. 



" Similariv, neither the Japanese Patent (whsch 
describes ptitassiuni and sodjum salts spcaficaUy, 



